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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114^ 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the final- 
ity of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 26 July 2006 has 
been entered. 

Response to Arguments 

2. Applicant's arguments filed 26 July 2006 have been fully 
considered but they are not persuasive. Applicant's arguments 
are directed to the present amendments to the claims. Addition- 
al prior art has been discovered which fully teaches the presen- 
tly amended claims. Accordingly, new grounds of rejection, 
which have been necessitated by the present amendments, are set 
forth in detail below. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the 
invention was made. 
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4. Claims 1 and 17 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sasanuma (US Patent 5,719,681) in view 
of Watabe (US Patent 5,796,936). 

Regarding claims 1 and 17: Sasanuma discloses an image 
forming apparatus (figure 2 of Sasanuma) for forming an image on 
an image forming medium (column 4, line 56 to column 5, line 3 
of Sasanuma) and capable of forming a specific hidden pattern 
for specifying an apparatus (column 10, lines 30-33 of Sasanuma) 
at a specific position on said medium (column 10, lines 25-29 of 
Sasanuma) , said image forming apparatus comprising a hardware 
control signal supplying unit (figure 2(409) of Sasanuma) that 
generates and supplies a hardware control signal (H) represent- 
ing that data exists when color image data exists in the image 
forming apparatus (column 5, line 64 to column 6, line 5 of Sas- 
anuma) ; a software control signal supplying unit (figure 2(414 
(portion) ) of Sasanuma) that generates and supplies a software 
control signal (PS) for determining whether said specific hidden 
pattern is added to a color image (column 9, lines 55-60 of 
Sasanuma) ; and a specific hidden pattern control signal synthes- 
izing circuit (figure 2 (414 (portion) ) of Sasanuma) that adds 
said specific hidden pattern on an output image when said soft- 
ware control signal is supplied (column 10, lines 55-62 of 
Sasanuma) . Said software control signal (PS) and said hardware 
control signal (H) are compared and the comparison result is 
used to determine if said specific hidden pattern is necessarily 
formed on an output image (column 10, lines 55-62 of Sasanuma) . 
The signal generated by the comparison of said software control 
signal and said hardware control signal is said synthesized 
control signal. The CPU (figure 2(414) of Sasanuma) performs 
the operations of the software control signal supplying unit 
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(column 9; lines 55-57 of Sasanuma) and the specific hidden pat- 
tern control signal synthesizing circuit (column 10, lines 55-57 
of Sasanuma) . The software control signal supplying unit and 
the specific hidden pattern control signal synthesizing circuit 
are portions of the software, physically embodied in electronic 
memory and executed by the CPU, that perform the functions of 
said software control signal supplying unit and said specific 
hidden pattern control signal synthesizing circuit. 

Sasanuma does not disclose expressly that said specific 
hidden pattern is added on said output image when either said 
hardware control signal or said software control signal is 
detected, and not added when neither said hardware control 
signal nor said software control signal is detected. 

Watabe discloses controlling a computerized system using 
hardware and software redundantly (column 10, lines 53-59 of 
Watabe) , Thus, if either the hardware control signal or soft- 
ware control signal is detected, the corresponding operation is 
performed; and if neither the hardware control signal nor the 
software control signal is detected, the corresponding operation 
is not performed. 

Sasanuma and Watabe are combinable because they are from 
the same problem solving area, namely the control of software 
and signal processing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to 
apply a redundancy between hardware and software. Thus, said 
specific hidden pattern is added on said output image, as 
taught by Sasanuma, when either said hardware control signal or 
said software control signal is detected, and not added when 
neither said hardware control signal nor said software control 
signal is detected, as taught by Watabe. The motivation for 
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doing so would have been to improve system reliability (column 
10^ lines 53-59 of Watabe) . Therefore, it would have been 
obvious to combine Watabe with Sasanuma to obtain the invention 
as specified in claims 1 and 17. 

Further regarding claim 1: The units and circuit of the 
apparatus of claim 17 provide the corresponding means of the 
apparatus recited in claim 1. 

5. Claims 2-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sasanuma (US Patent 5,719,681) in view of 
Watabe (US Patent 5,796,936) and Burns (US Patent 5,936,741). 

Regarding claim 2: Sasanuma discloses image data supplying 
means (figure 2(210-1, 210-2, 210-3, and 401-406) of Sasanuma) 
for supplying color image data (column 5, lines 26-33 of Sasanu- 
ma) . CCD line sensors (figure 2(210-1,210-2,210-3) of Sasanuma) 
detect RGB signals and output digital representation of the RGB 
signals (column 5, lines 26-33 of Sasanuma) . Delay elements 

(figure 2(401-402) of Sasanuma) compensate for delays resulting 
from the physical spacing of said CCD line sensors (column 5, 
lines 34-37 of Sasanuma). The log converters (figure 2(403-405) 
of Sasanuma) convert brightness to density (column 5, lines 38- 
40 of Sasanuma) and the masking UCR circuit (figure 2(406) of 
Sasanuma) converts the RGB data to CMYK data (column 5, lines 
40-46 of Sasanuma) . 

Sasanuma further discloses data existence/absence confirm- 
ing means (figure 3(301-303,310) of Sasanuma) for confirming the 
existence/absence of image data in said image forming apparatus 

(column 5, lines 64-67 of Sasanuma). Portions (figure 3(301- 
303,301) of Sasanuma) of the determination circuit (figure 2 

(409) of Sasanuma) determine the existence/absence of specific 
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originals that should not be copied (column 5, lines 64-67 of 
Sasanuma) . The remaining portion is the maximum value circuit 
(figure 3(309) of Sasanuma), which outputs the determination 
signal, as discussed below. 

Sasanuma further discloses that said hardware control sig- 
nal supplying means generates and supplies said hardware control 
signal (H) based on the existence/absence of image data confirm- 
ed by said confirming means (column 5, line 67 to column 6, line 
3 of Sasanuma) ; that said software control signal supplying 
means generates and supplies said software control signal (PS) 
for adding said specific hidden pattern (column 9, lines 55-57 
of Sasanuma) ; and that said control signal synthesizing means 
synthesizes said control signal in such a manner that said 
specific hidden pattern is necessarily formed on a color image 
(column 9, lines 54-60 of Sasanuma) when a usual image is formed 
on said image forming medium based on said hardware control 
signal (H) and said software control signal (PS) (column 10, 
lines 55-62 of Sasanuma) . 

Sasanuma further discloses hidden pattern generating means 
(figure 11(906-909) of Sasanuma) for generating said specific 
hidden pattern (column 9, lines 54-55 and column 9, line 65 to 
column 10, line 9 of Sasanuma). The registers (figure 11(906- 
909) of Sasanuma) store the hidden pattern values (column 9, 
lines 54-55 of Sasanuma) . One of said patterns is specifically 
selected to be output (column 9, line 65 to column 10, line 4 of 
Sasanuma), and then added to the signal (column 10, lines 5-9 of 
Sasanuma) . 

Sasanuma further discloses pattern selecting means (figure 
11(910) of Sasanuma) for selecting and outputting one of said 
specific hidden pattern based on said control signal synthesized 
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by said control signal synthesizing means (column 9, line 65 to 
column 10, line 4 of Sasanuma) ; and image formation output 
signal synthesizing means (figure 11(912) of Sasanuma) which 
synthesizes said color image data supplied from said image data 
supplying means and said specific hidden pattern selected by 
said pattern selecting means when said image data is inputted 
(column 9, lines 58-60 and column 10, lines 5-9 of Sasanuma) . 

Sasanuma in view of Watabe does not disclose expressly a 
test pattern generating means for generating and outputting a 
test pattern when a color image is not formed; that said pattern 
selecting means can further select said test pattern based on 
said control signal synthesized by said control signal synthesi- 
zing means; and that said image formation output signal synthes- 
izing means outputs said test pattern selected by said pattern 
selecting means when said color image data is not inputted. 

Burns discloses test pattern generating means (figure 2(28) 
of Burns) for generating and outputting a test pattern (figure 1 
(10) of Burns) when an image is not formed (column 8, lines 34- 
37 of Burns) . The test pattern is printed on the entire medium, 
as clearly shown in figure 1(10) of Burns, therefore a particu- 
lar scanned image is not being formed on said medium. Said test 
pattern can be selected based on a control signal (column 7, 
lines 55-60 of Burns) . 

Sasanuma in view of Watabe is combinable with Burns because 
they are from the same field of endeavor, namely digital image 
data control and processing. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art 
to including a test pattern generating means, as taught by 
Burns, and include the test pattern as a selection in the patte- 
rn selection means taught by Sasanuma. Said test pattern would 



Application/Control Number: 09/671,153 
Art Unit: 2525 



Page 8 



then be output when there is no image data for said image form- 
ing apparatus, as taught by Burns, and output for each of the 
colors of the image forming apparatus. The motivation for doing 
so would have been that a test pattern is used to properly cali- 
brate the apparatus (column 1 , lines 55-57 of Burns) . Therefore, 
it would have been obvious to combine Burns with Sasanuma in 
view of Watabe to obtain the invention as specified in claim 2, 

Regarding claim 3: Sasanuma discloses that said hardware 
control signal (H) generated by said hardware control signal 
supplying means is a signal which, affects the addition of said 
specific hidden pattern (column 10, lines 58-62 of Sasanuma) and 
which avoids the normal formation of a usual image when said 
signal is abnormal (column 10, lines 62-55 of Sasanuma) . 

Regarding claim 4: Sasanuma discloses that said hardware 
control signal can be generated by software when said signal is 
set (figure 15 and column 10, lines 58-62 of Sasanuma) . After 
said hardware control signal (H) is set, said software control 
signal (PS) is compared with said hardware control signal 
(column 10, lines 59-61 of Sasanuma) . Since said comparison is 
performed with software (column 5, lines 55-58 and column 9, 
lines 55-57 of Sasanuma) , it is inherent that, after said 
hardware control signal is set, said hardware control signal is 
generated by software. Otherwise, a comparison signal in 
software with which to compare said software control signal 
would not exist. 

Regarding claim 5: Sasanuma discloses that said specific 
hidden pattern generated by said hidden pattern generating means 
is a special pattern formed by using colors or patterns which 
are hard to be identified by the naked eye (column 10, lines 10- 
14 of Sasanuma) in such a manner that a body of an image forming 
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apparatus which has formed an image can be specified from a 
reproduced image on said medium, even if a specific original 
which must not be inherently formed is formed on said medium 
(column 10, lines 14-19 of Sasanuma) . 

Regarding claim 6: Sasanuma discloses that said data exis- 
tence/absence confirming means generates said hardware control 
signal for said hardware control signal supplying means (column 
5, line 64 to column 6, line 3 of Sasanuma) , when image data is 
supplied from said image data supplying means (column 5, lines 
64-66 of Sasanuma) . 

Regarding claim 7: Sasanuma discloses that said control 
signal synthesizing means comprises circuitry for calculating a 
comparison of said hardware control signal supplied from said 
hardware control signal supplying means and said software contr- 
ol signal supplied from said software control signal supplying 
means (column 10, lines 55-62 of Sasanuma) , and outputs a contr- 
ol signal by which a specific hidden pattern is selected and 
necessarily added to an image (column 10, lines 5-9 of Sasanu- 
ma) . The CPU (figure 2(414) of Sasanuma) is inherently compris- 
ed of circuitry such as OR circuits, circuits that perform 
comparisons, AND circuits, and register circuits, among others. 
It is through applying software to a plurality of the circuits 
comprising CPUs that CPUs function. The functions that software 
codes perform determine which circuits comprising the CPU are 
used . 

Sasanuma in view of Watabe does not disclose expressly that 
said OR circuit comprising said control signal synthesizing 
means calculates the logical OR of said hardware control signal 
supplied from said hardware control signal supplying means and 
said software control signal supplied from said software control 
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signal supplying means, and outputs a control signal by which a 
specific hidden pattern is necessarily added to an image when 
one of said hardware control signal and said software control 
signal is supplied. 

Burns discloses specifically setting a test pattern to be 
printed by setting a control signal (column 8, lines 57-60 of 
Burns) . 

Sasanuma in view of Watabe is combinable with Burns because 
they are from the same field of endeavor, namely digital image 
data processing and control. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art 
to specifically set said software control signal (PS) if a part- 
icular hidden pattern is desired. Therefore, if either said 
hardware control signal (H) or said software control signal (PS) 
is set to a particular hidden pattern, said hidden pattern will 
be selected for output. This effectively calculates a logical 
OR of said hardware control signal supplied from said hardware 
control signal supplying means and said software control signal 
supplied from said software control signal supplying means. The 
motivation for doing so would have been to select a set of image 
data that is appropriate to the current system conditions 
(column 8, line 66 to column 9, line 2 of Burns) . Therefore, it 
would have been obvious to combine Burns with Sasanuma in view 
of Watabe to obtain the invention as specified in claim 7. 

Regarding claim 8: Sasanuma discloses that said pattern 
selecting means comprises a selector (figure 11(910) of 
Sasanuma) for selecting said specific hidden pattern generated 
by said hidden pattern generating means with said control signal 
(column 9, line 66 to column 10, line 4 of Sasanuma) for adding 
said specific hidden pattern to an output image as a selected 
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input by said control signal synthesizing means (column 10, 
lines 5-9 of Sasanuma) , 

Regarding claim 9: Sasanuma discloses that said image 
formation output signal synthesizing means outputs to a printer 
engine (column 5, lines 4-7 of Sasanuma) an image formation 
signal by which a hidden pattern (column 10, lines 10-13 of 
Sasanuma) using a predetermined color or pattern is added 
(column 10, lines 29-33 of Sasanuma) at a predetermined position 
of an image to be formed (column 10, lines 27-29 of Sasanuma) by 
adding said specific hidden pattern supplied from said pattern 
selecting means to said image data supplied from said image data 
supplying means (column 10, lines 5-9 of Sasanuma) . 

Regarding claim 10: Sasanuma discloses that said image 
data supplying means comprises a yellow data supplying apparatus 
(figure 2(406) of Sasanuma) for supplying yellow image data to 
each of said image formation output signal synthesizing means 
and said hardware control signal supplying means (column 5, 
lines 41-45 of Sasanuma), The masking-UCR circuit (figure 2 
(406) of Sasanuma) supplies image data for each of the four CMYK 
colors (column 5, lines 41-46 of Sasanuma) including yellow 
image data (column 5, lines 43-44 of Sasanuma) . The part of 
said masking-UCR circuit that specifically supplies the yellow 
image data corresponds to the yellow data supplying apparatus. 

Regarding claim 11: Sasanuma discloses that said hardware 
control signal supplying means comprises a portion which outputs 
a signal (H) (column 5, line 64 to column 6, line 3 of Sasanuma) 
selecting a specific hidden pattern (column 10, lines 55-62 of 
Sasanuma) . Said hidden pattern is yellow image data (column 10, 
lines 10-11 of Sasanuma) formed in specific size blocks which 
are repeated throughout the output image (column 10, lines 27-29 
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of Sasanuma) . Said yellow image data is output to an external 
printer (column 9, lines 61-64 of Sasanuma) . The specific size 
blocks are therefore comprised of external yellow sub scanning 
direction (column 10, line 29 of Sasanuma) image data based on 
said yellow image data (column 10, lines 10-11 of Sasanuma) . 
The output of said hardware control signal supplying means would 
therefore be a -YVDEN signal enabling an external yellow sub 
scanning direction image based on said yellow image data. 

Regarding claim 12: Sasanuma discloses that said control 
signal synthesizing means comprises circuitry for calculating a 
comparison of said -YVDEN signal (H) supplied from said hardware 
control signal supplying means and an output signal (PS) from a 
specific pattern addition signal generating register (column 10, 
lines 55-62 of Sasanuma) , and outputs a control signal by which 
a specific hidden pattern is selected and necessarily added to 
an image (column 10, lines 5-9 of Sasanuma). The CPU (figure 2 
(414) of Sasanuma) is inherently comprised of circuitry such as 
OR circuits, circuits that perform comparisons, NOT circuits, 
and register circuits, among others. It is through applying 
software to a plurality of the circuits comprising CPUs that 
CPUs function. The functions that software codes perform deter- 
mine which circuits comprising the CPU are used. The use of 
said circuits would therefore further include a register which 
generates a signal (PS) for adding a specific pattern since said 
signal requires storage in some form. Furthermore, it would be 
an obvious design choice to use a single active-low signal bit 
for said -YVDEN signal (H) and a single active-high signal bit 
for said output signal (PS) from said specific pattern addition 
signal generating register, since use of such single bit signals 
would simply indicate whether or not a hidden pattern is to be 
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used. The use of a single bit for a signal and the use of an 
active low signal are old, well-known and commonly used in the 
digital data processing arts. 

Sasanuma in view of Watabe does not disclose expressly that 
said control signal synthesizing means comprises a NOT circuit 
which inverts said external yellow sub scanning direction image 
enabled signal (-YVDEN) outputted from said -YVDEN output 
portion as said hardware control signal supplying means and an 
OR circuit for calculating the logical OR of an output from said 
NOT circuit and an output signal from a specific pattern 
addition signal generating register as said hardware control 
signal supplying means. 

Burns discloses specifically setting a test pattern to be 
printed by setting a control signal (column 8, lines 57-60 of 
Burns) . 

Sasanuma in view of Watabe is combinable with Burns because 
they are from the same field of endeavor, namely digital image 
data processing and control. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art 
to specifically set said output signal (PS) if a particular 
hidden pattern is desired. Therefore, if either said -YVDEN 
signal (H) or said output signal (PS) is set for outputting a 
hidden pattern, then a hidden pattern will be selected for 
output. Said -YVDEN signal (H) would have to be inverted in 
order to coincide with the same digital logic as said output 
signal (PS) . This effectively calculates a logical OR of the 
inverted -YVDEN signal and said output signal. The motivation 
for doing so would have been to select image data when said 
image data is appropriate to the current system conditions 
(column 8, line 66 to column 9, line 2 of Burns) . Therefore, it 
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would have been obvious to combine Burns with Sasanuma in view 
of Watabe to obtain the invention as specified in claim 12. 

Regarding claim 13: Sasanuma discloses that said data 
existence/absence confirming means generates a hardware control 
signal in said hardware control signal supplying means (column 
5, line 64 to column 6, line 3 of Sasanuma) . Said hardware 
control signal (H) selects a specific hidden pattern (column 10, 
lines 55-62 of Sasanuma) , Said specific hidden pattern is comp- 
rised of specific size blocks of image data which are tiled 
across the output image (column 10, lines 27-29 of Sasanuma) and 
printed on an external printer (column 9, lines 61-64 of Sasanu- 
ma) . An external printer inherently requires some form of 
control signal for controlling drive of a paper carrying motor 
for carrying paper. Said paper is the image forming medium 
(column 5/ lines 16-19 of Sasanuma) . Therefore, the hardware 
control signal is based on a control signal for controlling 
drive of a paper carrying motor for carrying paper as said image 
forming medium. 

Regarding claim 14: Sasanuma discloses that said pattern 
selecting means comprises a selector (figure 11(910) of Sasanu- 
ma) for selecting said specific hidden pattern generated by said 
hidden pattern generating means with said control signal (column 

9, line 56 to column 10, line 4 of Sasanuma) by which said 
specific hidden pattern is added to an output image by said 
control signal synthesizing means as a selected input (column 

10, lines 5-9 of Sasanuma) . 

Regarding claim 15: Sasanuma discloses that said hidden 
pattern generating means comprises a specific pattern generating 
portion (figure 11(909-910) of Sasanuma) for generating a 
specific hidden pattern (column 9, lines 54-55 and column 9, 
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line 65 to column 10, line 4 of Sasanuma) . A specific pattern 
(P4) is stored in a register (figure 11(909) of Sasanuma) 
(column 9, lines 54-55 of Sasanuma) and selected by a selector 
(figure 11(910) of Sasanuma) when the appropriate input signal 
is received (column 9, line 65 to column 10, line 4 of 
Sasanuma) . 

Regarding claim 16: Sasanuma discloses that said image 
formation output signal synthesizing means comprises an adder 
(figure 11(912) of Sasanuma) which outputs to a printer engine 
an image formation signal (column 10, lines 5-9 of Sasanuma) by 
which a hidden pattern using a predetermined color or pattern Is 
added (column 10, lines 10-11 of Sasanuma) at a predetermined 
position of an image to be formed (column 10, lines 27-29 of 
Sasanuma) by adding said image data supplied from said image 
data supplying means and said specific hidden pattern supplied 
from said pattern selecting means (column 10, lines 5-9 of 
Sasanuma) . 



Conclusion 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James A. 
Thompson whose telephone number is 571-272-7441. The examiner 
can normally be reached on 8 : 30AM-5 : 00PM . 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David K. Moore can be 
reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300, 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 




James A. Thompson 
Examiner 

Technology Division 2625 



October 2006 
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